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Wanted—Patent Attorney 


Large corporation in western New York, manufactur- 
ing a large line of high-grade products, has an opening 
in its Patent Department. Applicant must be capable of 
preparing and amending patent applications, and possess 
good technical education. 


Excellent opportunity, including varied patent, trade- 
mark and design practice. Please give full details of edu- 
cational training, practical experience, age, and salary ex- 


pected. 


Address, C. G., Trade-Mark Reporter 
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AmeErIcAN Steet Founpries v. Tuomas E. Ropertson, Commis- 
SIONER OF PATENTS, AND SimPpLex Evectric Heatina Company 


Supreme Court of the United States 


January 4, 1926 


Trape-Marxs—RecistraBinity or Corporate Names—INTERPRETATION OF 

Secrion 5 or Act or 1905. 

The provision that no mark consisting merely in the name of a 
corporation shall be registered is to be construed in harmony with 
established principles relating to the appropriation of corporate names. 
Where the appropriation is complete, the rule of the statute is abso- 
lute and the mark must be denied registration; but where less than 
the whole name has been appropriated, the right of registration will 
depend upon whether such appropriation will tend to confuse or 
deceive the public to the injury of the corporation concerned. 

Same—Same—“Sruprex” as Part or Corporate Name—Nor Saient or 

DistrncuisHINc—Hetp RecisTRaBe. 

Appellant’s right to register as a trade-mark for railway car 
bolsters and car couplers the name “Simplex” held not prohibited by 
Section 5 of the Act of 1905, on the ground of its being a part of 
corporate name of the Simplex Electric Heating Company, inasmuch 
as it was here used on goods entirely unlike those of appellee, com- 
prised the whole or a part of over sixty prior registrations, as well as 
of other corporate names in the country, and was, therefore, not a 
salient or distinguishing feature of appellee’s corporate name; and 
the refusal to register the same to appellant was erroneous. 


In equity. On a certificate from the United States Circuit 
Court of Appeals for the Seventh Circuit in a suit to compel regis- 
tration. Refusal to register held erroneous. 


SuTHERLAND, J.: Plaintiff and its predecessor, the Simplex 
Railway Appliance Company, have used the trade-mark “Simplex” 
on railway car bolsters since 1897 and on car couplers since 1907, 
the former being registered in the Patent Office in 1911, the latter, 
in 1909. In 1917 plaintiff adopted and thereafter used the same 
trade-mark on brake rigging, brake heads, brake beams, brake 
shoes, brake hangers, and clasp brakes. Application was made 
in 1917 to register the trade-mark for the last named uses, but 
the Commissioner of Patents refused the registration on the ground 
that the trade-mark consisted merely in the name of a corporation, 
vis., the Simplex Electric Heating Company, defendant herein. 
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The Commissioner’s ruling was affirmed by the Court of Appeals 
of the District of Columbia. In re American Steel Foundries, 258 
Fed. 160. The case came to this court on certiorari, but was dis- 
missed for want of jurisdiction. Sub nom., American Steel Found- 
ries v. Whitehead, Commissioner of Patents, 256 U. S. 40. 

Thereupon, this suit in equity was brought in the federal dis- 
trict court for the northern district of Illinois under § 4915 R. S. 
(American Foundries v. Robertson, 262 U. S. 209), to which the 
Commissioner of Patents voluntarily appeared. That court dis- 
missed the bill and an appeal to the court of appeals followed. 

The defendant company was organized as a corporation in 
1902. Its predecessors in business had adopted in 1886, and there- 
after had used, the trade-mark “Simplex” on insulating or pro- 
tected conducting wire, the same being registered in 1890. In 
1906, the company registered trade-marks comprising the word 
“Simplex” as applied to a large variety of other goods. 

The word “Simplex” has comprised the whole or a part of 
trade-marks registered in the Patent Office in approximately sixty 
registrations by nearly as many different parties and as applied to 
many classes of merchandise. There are other corporations in the 
country which now have or have had names which embody the 
word “Simplex.” Neither the defendant company nor its predeces- 
sors ever have been engaged in the manufacture or sale of any of 
the devices upon which plaintiff has used the trade-mark as herein- 
before specified. 

Upon these facts the court below has certified the following 
questions upon which it desires instruction: 


“1. Does the clause of Section 5 of the Trade-Mark Act of February 
20, 1905, ‘Provided, that no mark which consists merely in the name of 
an individual, firm, corporation, or association not written, printed, im- 
pressed, or woven in some particular or distinctive manner, or in asso- 
ciation with a portrait of an individual * * * shall be registered under 
the terms of this Act,’ prohibit registration as a trade-mark under said 
Act of the word ‘Simplex’ by the plaintiff under the recited facts? 

“2. Does the said clause quoted of Section 5 prohibit registration 
under the Act of February 20, 1905, of a trade-mark consisting solely of 
a single word otherwise registrable under the said Act if that word is 
the salient feature of the name of a corporation not the applicant for 
registration? 

“3. Does the above quoted clause of Section 5 of the Trade-Mark 
Act of February 20, 1905, prohibit the registration under said Act, of a 
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common-law trade-mark which is the name, or part of the name of another 
than the applicant, whose business relates exclusively to goods in a different 
and non-competing class from the goods on which the trade-mark is used 
by the applicant?” 

For the purposes of discussion, these three questions may be 
resolved shortly into one: Upon the facts, is the word “Simplex” 
merely the name of the Simplex Electric Heating Company within 
the meaning of the quoted proviso? The answer to this question 
will be simplified if we approach it by first considering certain 
principles of the substantive law of trade-marks and unfair com- 
petition, in the light of which the legislation under review must 
be examined. 

The mere fact that one person has adopted and used a trade- 
mark on his goods does not prevent the adoption and use of the 
same trade-mark by others on articles of a different description. 
There is no property in a trade-mark apart from the business or 
trade in connection with which it is employed. United Drug Co. 
v. Rectanus Co., 248 U. S. 90, 97 [9 T. M. Rep 1]; Hanover 


Milling Co. v. Metcalf, 240 U. S. 403, 413-414 [6 T. M. Rep. 149]. 
“The law of trade-marks is but a part of the broader law of unfair 
competition” (idem), the general purpose of which is to prevent 
one person from passing off his goods or his business as the goods 
or business of another. 


Whether the name of a corporation is to be regarded as a 
trade-mark, a trade-name, or both, is not entirely clear under the 
decisions. To some extent the two terms overlap, but there is a 
difference more or less definitely recognized, which is, that, gener- 
ally speaking, the former is applicable to the vendible commodity 
to which it is affixed, the latter to a business and its good-will. See 
Ball v. Broadway Bazaar, 194 N. Y. 429, 434-435. A corporate 
name seems to fall more appropriately into the latter class. But 
the precise difference is not often material, since the law affords 
protection against its appropriation in either view upon the same 
fundamental principles. The effect of assuming a corporate name 
by a corporation under the law of its creation is to exclusively 
appropriate that name. It is an element of the corporation’s ex- 
istence. Newby v. Oregon Cent. Ry. Co., et al., Deady 609, 616; 
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s. c. 18 Fed. Cases 38, Case No. 10,144. And, as Judge Deady 
said in that case: 


“Any act which produces confusion or uncertainty concerning this 
name is well calculated to injuriously affect the identity and business of 
a corporation. And as a matter of fact, in some degree at least, the 
natural and necessary consequence of the wrongful appropriation of a 
corporate name, is to injure the business and rights of the corporation by 
destroying or confusing its identity.” 

The general doctrine is that equity not only will enjoin the 
appropriation and use of a trade-mark or trade-name where it is 
completely identical with the name of the corporation, but will 
enjoin such appropriation and use where the resemblance is so 
close as to be likely to produce confusion as to such identity, to the 
injury of the corporation to which the name belongs. Cape May 
Yacht Club v. Cape May Yacht & Country Club, 81 N. J. Eq. 454, 
458; Armington § Sims v. Palmer, 21 R. I. 109, 115. Judicial 
interference will depend upon the facts proved and found in each 
case. Hendriks v. Montagu, L. R. 17 Ch. Div. 638, 648; Higgins 
Co. v. Higgins Soap Co., 144 N. Y. 462, 469-471. 

These principles, it must be assumed, were in mind when 
Congress came to enact the registration statute. And, since that 
body has been given no power to legislate upon the substantive law 
of trade-marks, it reasonably may be assumed, also, that, to the 
extent the contrary does not appear from the statute, the intention 
was to allow the registration of such marks as that law, and the 
general law of unfair competition of which it is a part, recognized 
as legitimate. The House Committee on Patents, in reporting the 
bill which upon enactment became the registration statute in ques- 
tion, said: “Section 5 of the proposed bill we believe will permit 
the registration of all marks which could, under the common law 
as expounded by the courts, be the subject of a trade-mark and 
become the exclusive property of the party using the same as his 
trade-mark.” Report No. 3147, Dec. 19, 1904, H. of R., 58th 
Cong., 3d Sess. 

The provision, therefore, that no mark consisting merely in the 
name of a corporation shall be registered, is to be construed in 
harmony with those established principles in respect of the appro- 
priation of corporate names to which we have referred. Where 





AMERICAN STEEL FOUNDRIES V. COMM. OF PATENTS, ET ALS. 55 


the appropriation of the corporate name is complete, the rule of 
the statute, by its own terms, is absolute and the proposed mark 
must be denied registration without more. But where less than the 
whole name has been appropriated, the right of registration will 
turn upon whether it appears that such partial appropriation is 
of such character and extent that, under the facts of the particular 
case, it is calculated to deceive or confuse the public to the injury 
of the corporation to which the name belongs. 

The fact, for example, that the articles upon which the mark 
is used are not of the same description as those put out by the 
corporation, is entitled to weight, since the probability of such con- 
fusion and injury in that situation obviously is more remote than 
where the articles are of like kind. The cases, naturally, present 
varying degrees of difficulty for the application of the rule. Pri- 
marily, the power and the duty rests with the Commissioner of 
Patents to determine the question in each case in the exercise of 
an instructed judgment upon a consideration of all the pertinent 
facts. 

In the present case, these facts are: The word “Simplex’’ is 
only a portion of the corporate name; its use by plaintiff is upon 
articles the like of which has never been manufactured or sold by 
the defendant corporation; it comprises the whole or a part of 
about sixty registrations by nearly as many different parties upon 
many kinds of merchandise; and it forms part of the names of other 
corporations in the country.’ It is argued that the word in ques- 

*The Commissioner of Patents, in a footnote to Simplex Electric 
Heating Co. v. The Ramey Co., Decisions, Commr. Pat., 1916, 74, 78, gives 
the following list of corporations, in the names of which the word “Sim- 
plex” occurs: 

Simplex Arms Mfg. Co., Denver; Simplex Window Co., San Francisco; 
Simplex Lubricating Co., Boston; Simplex Wire & Cable Co., Boston; Sim- 
plex Auto Specialty Co., Detroit; Simplex Concrete Piling Co., Cincin- 
nati; Simplex Machine Co., Atlanta; Simplex Exercising Co., Philadelphia; 
Simplex Valve & Meter Co., Philadelphia; Simplex Floor Surfacing Co., 
Baltimore; Simplex Railway Appliance Co., St. Louis; Simplex Air Brake 
& Mfg. Co., Pittsburgh; Simplex Button Works, New York; Simplex Fire 
Extinguisher Co., New York; Simplex Golf Practice Machine Corpora- 
tion, New York; Simplex Ink Co., New York; Simplex Letter Opener 


Co., New York; Simplex Typewriter Co., New York; Simplex Refrigerat- 
ing Machine Co., Chicago; Simplex Sand Blast Manufacturing Co., Chicago. 
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tion is the salient feature in the name of the defendant corpora- 
tion. But that, if conceded, does not settle the question. There 
may be, of course, instances where a single word in the corporate 
name has become so identified with the particular corporation that 
whenever used it designates to the mind of the public that particu- 
lar corporation. But here it is not shown that, standing alone, the 
word “Simplex” has that effect; that it is any more calculated 
to denote to the public the defendant corporation than any of the 
other corporations in the names of which it is likewise embodied; 
or, indeed, that it signifies the appropriation of some corporate 
name though incapable of exact identification. In Simplex Electric 
Heating Co. v. The Ramey Co. [6 T. M. Rep. 574], Decisions, 
Commr. Pat., 1916, pp. 74, 77, 79, 82-83, the Commissioner of 
Patents, admitting the same word to registry under like facts, 
said: 

“It is a fact that the word ‘Simplex’ has been in such wide and varied 
use in this country not only as a trade-mark but as part of a firm or 
corporation name that everybody has heretofore considered something more 
than the word ‘Simplex’ necessary to identify a corporation. * * * 

«“* * * the word ‘Simplex’ does not identify any corporation in par- 
ticular, for the simple reason that it is equally the name of various cor- 
porations. In short, if one referred to ‘the company Simplex,’ without 
anything else, it would not be known to what he was referring. * * * 

“The word involved in this case is one of a large class of words which 
have for a great many years been much used because of their peculiarly 
suggestive meaning. For other examples there are the words ‘Acme,’ 
‘Anchor, ‘Champion,’ ‘Eureka,’ ‘Excelsior,’ ‘Ideal,’ ‘Jewel,’ ‘Liberty,’ ‘Na- 
tional, ‘Pride, ‘Premier, ‘Queen, ‘Royal,’ ‘Star,’ ‘Sunlight,’ ‘Triumph,’ 
‘Victor. It would be a serious matter if the law actually permitted any 
one who chose to do so to organize a series of corporations with names 
containing these words, respectively, and thereupon virtually withdraw 
these words from public use as trade-marks and monopolize them by 
preventing their registry as such.” 

On appeal to the district court of appeals, the decision of the 
Commissioner was reversed upon the ground, in part, that the 
word “Simplex” was a distinctive part of the name of the corpora- 
tion, Simplex Electric Heating Co. v. Ramey Co., 46 App. D. C. 
400, 406 [7 T. M. Rep. 266]; and this was followed by the same 
court in the present case. It already is apparent that we agree 
with the Commissioner and not with the court. 


Under the facts, we are of opinion that it does not appear 
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that the use of the word as a trade-mark upon the goods of the 
plaintiff will probably confuse or deceive the public to the injury 


of the defendant or of any other corporation. It follows that the 
refusal to allow the registration was erroneous. 

Question No. 1, therefore, should be answered in the negative, 
and, since this will dispose of the case, categorical answers to the 


other questions are deemed not necessary. 


Note.—This decision of the United States Supreme Court in the 
famous “Simplex” case has been awaited by attorneys in the confident 
expectation that it would definitely clear up the embarrassing situation 
created for trade-mark owners by the decisions of the Court of Appeals 
of the District of Columbia. Such, it seems, is not the case. Already the 
Court of Appeals has announced another decision the language of which 
shows that the higher court has by no means clarified the situation (Duro 
Pump & Mfg. Co. v. California Cedar Products Co., February 11, 1926, 
post, p. 86). Nor is the decision of the Supreme Court so clear and 
unmistakable in its import as to remove the possibility of further miscon- 
struction of the trade-mark statute. 

When Congress incorporated in the Trade-Mark Act of 1905 a proviso 
that “no mark which consists merely in the name of * * * a corporation 
* * * shall be registered under the terms of this act,” no one could have 
imagined the trouble which it was preparing for innocent owners of trade- 
marks, nor the embarrassing consistency with which this clause would be 
misinterpreted or misapplied. 

In the beginning, its purpose appears to have been correctly under- 
stood, but its scope was misconstrued. It was recognized that the clause 
was intended to prevent a corporation from registering its own name. 
In the application of this principle, however, such wrongs were done as 
required an amendment of the act to remedy. Dicta of the Court of 
Appeals of the District of Columbia in two cases decided in 1908, were 
the beginning of the difficulty (Kentucky Distilleries & Warehouse Co. v. 
Old Lexington Club Distilling Co., 1385 O. G. 220; Ex parte, Union Carbide 
Co., 185 O. G. 450). Thereafter, the Commissioner of Patents, in 1909, 
rejected an application to register the word “Champion” upon the sole 
ground that it was, in the language of the statute, “merely the name” of 
the applicant, Champion Safety Lock Company (Ex parte, Champion 
Safety Lock Co., 143 O. G. 1109). This decision was followed by others 
of like import, until an intolerable situation had developed (Ez parte, 
Willowcraft Shops, 21 Gourick’s Washington Digest, 61; Ex parte, Amulet 
Chemical Co., 146 O. G. 719; Ex parte, Success Co., 21 Gourick’s Wash- 
ington Digest, 79). 

In the case first cited, the unsuccessful applicant brought a suit in 
equity to compel the registration of its mark, in which suit the United 
States Circuit Court for the District of New Jersey held on demurrer 
that the mark “Old Lexington Club” was not merely the corporate name 
of the applicant, Old Lexington Club Distillery Company (Old Lexington 
Club Distillery Co. v. Kentucky Distilleries & Warehouse Co., 148 O. G. 
1346). The case was, however, finally decided against the applicant on 
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other grounds (Old Lexington Club Distillery Co. v. Kentucky Distilleries 
& Warehouse Co., 234 Fed. Rep. 464). 

Fortunately, the correction of this error did not await the slow process 
of litigation. An amendment to the act was prepared. The patent com- 
mittee of the House of Representatives declared that the construction 
put upon the act had not been intended at the time of its enactment. It 
approved an amendment, which became a law on February 18, 1911, adding 
to section five of the act a further proviso: 

“Provided further, that nothing herein shall prevent the registration 
of a trade-mark otherwise registrable, because of its being the name of 
the applicant, or a portion thereof.” 

This amendment removed the difficulty which it was intended to rem- 
edy, but could not prevent the development of a new one, based upon an 
even more extraordinary misconception of the statute. In the first series 
of cases, it will be recalled, the purpose of the clause was understood to 
be, to prevent the applicant, a corporation, from registering its own name. 
The error consisted in holding that the mark “Champion” was “merely the 
name” of the Champion Safety Lock Company. In the second series of 
decisions, the purpose of the clause, quite properly stated in the earlier 
decisions, was lost to sight, and a new theory arose, that the clause was 
meant to prevent the registration by any applicant of a mark that was 
“merely the name” of a corporation other than the applicant. With this 
theory, was combined the old error, that held the significant word of the 
corporate name to be the equivalent of the name itself. 

The new trouble originated with an application to register the trade- 
mark “Asbestone” for asbestos boards. The application was opposed by 
the Asbestone Company, makers of asbestos products. In upholding the 
opposition the Court of Appeals went so far as to say it was unimportant 
that the opponent was not actually engaged in the business for which 
it was incorporated, that in this instance it was not the business which 
the statute sought to protect, but the corporate name (Asbestone Co. v. 
Philip Carey Mfg. Co., 200 O. G. 857). 

The “Asbestone” decision was shortly followed by the “Stork” case, 
in which, on an ex parte application, the mark “Stork” was refused, because 
it formed substantially the name of the Stork Company, a corporation 
(Ex parte, United Drug Co., 116 Ms. Dec. 441). Then followed the first 
“Simplex” decision, in which it was held that notwithstanding the applica- 
tion was for goods of different descriptive properties from those made by 
opponent, the incorporation of the Simplex Electric Heating Company 
operated as a prohibition upon the Patent Office to register the name 
“Simplex” for any goods, even in favor of one who had used the mark 
before the incorporation of the opponent company (Simplex Electric Heat- 
ing Co. v. B. H. Burrell §& Co., 117 Ms. Dec. 348). The Court of Appeals 
of the District of Columbia sustained the decision of the Commissioner 
of Patents in the Stork case (Ex parte, United Drug Co., 5 T. M. Rep. 
376). In a later decision the court went even further, holding that a word 
which forms part of a corporate name is unregistrable as a trade-mark by 
another, even though written and printed in a peculiar and distinctive 
manner. In this case, registration of the word “Ford” as a trade-mark 
for rubber tires was rejected on the application of the Mansfield Tire 
and Rubber Company, the grounds of the decision being as above stated 
(Mansfield Tire & Rubber Co. v. Ford Motor Co., 6 T. M. Rep. 141). 

An effort was made by the Patent Office to escape from the unfor- 
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tunate consequences of this doctrine. After the refusal to register the 
“Stork” trade-mark, the applicant amended its mark by surrounding the 
word with a double circle and a ring of seven infants’ heads. The appli- 
cation so amended was rejected by the Examiner, but on appeal to the 
Commissioner of Patents was granted. Assistant Commissioner Clay took 
the obvious view that the inclusion in a corporate name of a word pre- 
viously public property could not give to the corporation exclusive right 
to use the word in trade. Since he was obliged to distinguish the case 
from the “Asbestone” case as decided by the Court of Appeals of the 
District of Columbia, he did so on the ground that the word “Asbestone” 
was a coined word, and held that the doctrine did not apply to a name 
that had long been public property, as had the name “Stork” (Ez parte, 
United Drug Co., 232 O. G. 319). 

Later on, Assistant Commissioner Clay passed on the registrability 
of “Simplex” for electric vacuum cleaners, opposed by the Simplex Elec- 
tric Heating Company (Simplex Electric Heating Co. v. Ramey, Comm. 
Decs. 1916, p. 74). He stated that if the name “Simplex” was merely 
the name of a previously existing corporation it was no more the name 
of the Simplex Electric Heating Company than of many other corpora- 
tions; that, in fact, it did not identify any corporation in particular, 
because it is equally the name of many. To sustain the opposition in this 
case, he said, would be to grant the opponent the privilege of with- 
drawing from public use a common English word which had been used for 
many years, and by many persons, as a trade-mark. This is the decision 
from which the Supreme Court quoted with approval in its late opinion. 

Nevertheless, when this case came to the Court of Appeals, it was 
reversed, the court holding that the trade-mark act expressly prohibited 
the registration of the name of any corporation as a trade-mark, and 
further held that electric vacuum cleaners were of the same descriptive 
properties as other electrically operated devices for household use. This 
remark appeared to indicate that the question of similarity or difference 
of the goods of the parties was an essential point of the decision, although 
the language of the decision itself was broad enough to justify the same 
ruling no matter how diverse the goods might have been (Simplex Electric 
Heating Co. v. Ramey Company, 7 T. M. Rep., p. 266). 

The ambiguity left in this case as to the grounds of the court’s deci- 
sion was, however, entirely removed by the decision in the American Steel 
Foundries case. This decision the Court of Appeals rested entirely upon 
the prohibition of the statute, disregarding the dissimilarity in the goods 
(In re American Steel Foundries, 9 T. M. Rep. 364). These decisions 
were followed by the “Century” case, in which the Patent Office, forced 
so to do by the decisions of the Court of Appeals, refused registration 
of the word “Century” on articles of tin and enamel ware, because opposed 
by the Century Electric Company, manufacturer of electric motors. As- 
sistant Commissioner Kinnan in deciding the case said there was no 
serious contention that there was any similarity between the goods of 
the applicant and those of the opposers, but in a lengthy decision review- 
ing the cases, the Assistant Commissioner later held that the mark was 
unregistrable (Century Electric Company v. Thomson-Diggs Co., 13 T. M. 
Rep. 340). 

The Assistant Commissioner carried this doctrine one step further, 
in holding it to be quite immaterial, that the applicant had shown prior 
use of the trade-mark applied for, by a great number of parties, and 
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the registration thereof to many applicants for different goods (Betty, 
Ine. v. Betty Products Co., 14 T. M. Rep. 152). 

Confronted with this situation, The American Steel Foundries Com- 
pany, following the adverse ruling of the Court of Appeals of the Dis- 
trict of Columbia upon its application, brought a suit in equity in the 
United States District Court for the Northern District of Ohio, against 
the Simplex Electric Heating Company, and the Commissioner of Patents, 
to compel registration of its mark. This is the case that is reviewed in 
the foregoing opinion of the Supreme Court. 

The court fails to recognize the fact that clause five of the act was 
intended to prevent the registration by a corporation of its own name, 
not to prevent the appropriation of a corporate name by another than 
its rightful owner, a situation that has always been taken care of by 
the courts, in the application of the doctrine of unfair competition, and 
a subject which there is no reason to suppose Congress meant to bring 
within the scope of the trade-mark act. 

The failure of the court to pass upon the fundamental questions 
involved, by answering the second and third questions certified by the 
Court of Appeals, together with the proof in this case of the common 
use of “Simplex” as a trade-mark and as a part of a corporate name by 
others than the opponent, left the Court of Appeals in a position where 
it felt that the doctrine announced by it had not been disturbed, and under 
date of February 11, 1926, it in effect so declared (Duro Company v. 
California Cedar Products Co., post, p. 86). 

The fact remarked upon by the court that the name “Duro” has come 
to represent to the public the “Duro Company” and its product, is of 
course a natural result of trade-mark use of the word by that company, 
and the decision could have been better placed upon the grounds that 
the registration by the applicant would interfere with the rights of the 
Duro Pump Mfg. Company in its trade-mark “Duro.” At least, from 
that point of view, the decision would be open to criticism, if at all, only 
on the ground that the goods of the parties were too unlike to support 
a finding of likelihood of confusion. The effort to support its decision by 
resort to section five of the act, with respect to corporate names, tends 
only to weaken the court’s position and to continue an error which doubt- 
less the Supreme Court supposed it had corrected. 

The net effect, therefore, of the Supreme Court’s opinion seems to be 
that, in the case of a word in common use, both as a trade-mark and as 
part of a corporate name by many parties, the use thereof as part of the 
corporate name by one party will not necessarily prevent the registration 
thereof as a trade-mark by another party, especially so where the goods 
of the parties are substantially different, since in such a case the likeli- 
hood of confusion is more remote. On the main proposition, that the use 
of a word as part only of a corporate name is per se no ground for 
denying trade-mark rights therein to another, we are as far as ever from 
an authoritative ruling. [Eprror.] 
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ALEXANDER HENDERSON v. Peter HENDERSON & Co. 


United States Circuit Court of Appeals, Seventh Circuit 


December 8, 1925 


[rapve-Marxs—INrrinceEMeNT—Derense—V A.iviry or ReGistRaTion—OaTH 
as TO Excrustve Use “on KNow.nepce anp Beier” Svurricrent. 

Since no one can know absolutely that the mark he applies for 
was not in use by another during the period sworn to, an applicant’s 
oath made “on knowledge and belief” is sufficient for validity. More- 
over, it cannot be presumed that the statute is such that it is im- 
possible to give it effect through requiring proof which the affiant 
cannot give. 

Same—Same—Same—Atrernate Use sy AppLicaANT AND PREDECESSORS. 

The exclusiveness of use required by the statute is exclusiveness 
respecting all of those, whether one or more, who used the mark 
within the statutory period and whose title has passed to the regis- 
trant. 

Same—Same—Same—Appuicant May Craim Use sy Busrness Prepecessors 
as Its Own. 

A registration otherwise good should not be defeated by the fact 
that the registrant, a corporation, gave forty years as the period 
during which it had used the mark, when part of the time the use 
was by its two successive partnerships. 

Same—Same—“Henverson”—Use or Same Name 1n Competine Buvust- 
ness—Use InTerrerrNc with Prion Ricut EN JOIN aB.e. 

One having the same name as a longer established business rival 
may not make such unnecessary use thereof as will interfere with the 
right theretofore lawfully secured by the latter. 

Same—Same—“HeENveERSON” For Seeps—INrRINcepD BY “HeENDERSON’s SEED 

Store”—INJUNCTION. 

Appellant’s use of the phrase “Henderson’s Seed Store” held to 
infringe the name “Henderson,” registered as a trade-mark for seeds 
by appellee long prior to the former’s use thereof, and the use thereof 
was rightly enjoined. 

Same—Unram Competirion—Insunction—Form or DEcREE. 

In the case at issue, appellant was rightly enjoined from using 
the name “Henderson” on his seed packages; but he may, in case 
he forms a partnership, not be prevented from using the phrases 
“ & Co.” or “& Company” after his own name. 


In equity. Appeal from the District Court of the United 
States for the Northern District of Illinois, Eastern Division. 
Affirmed with modifications. 


Luther Johns, of Chicago, Ill., for appellant. 
Gifford and Scull, George F. Scull, Edward S. Rogers, and 
Allen M. Reed, all of Chicago, IIll., for appellee. 
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Before AtscHuLER, Pace and ANpeErson, Cir. JJ. 


The appeal is from a decree awarding appellee relief on 
account of alleged infringement of statutory trade-mark and for 
unfair competition in trade. 

Appellee’s seed business was founded in the fifties by Peter 
Henderson, and soon became a partnership under name of Peter 
Henderson & Co., being such in 1890 when the founder died, his 
sons and surviving partners continuing the business for a short 
time under the old partnership name, and then organizing it into 
a New Jersey corporation having same name, and so continuing ever 
since. The place of business was always New York City, from 
which in the earlier stages the business was done through dealers 
in various parts of the United States, but for the last 30 years or 
more no dealers have been employed, sales being through mail 
orders obtained through catalogues and extensive advertising in 
papers and periodicals. Its catalogue mailing list was in 1881 
about 50,000, and grew steadily until now about 500,000, through- 
out the United States. Its seed packages bore the firm or cor- 
poration name, and many of them were labeled “Henderson” or 
“Henderson’s” this, that or the other seeds. So long was the name 
associated with its extensively advertised business and its products 
that the name “Henderson” acquired a secondary significance in 
the seed business, indicating seeds and kindred products which 
originated with or were distributed by appellee. In 1907 appellee 
took advantage of the “ten-year” trade-mark act of 1905, and 
procured from the United States Patent Office registration of “Hen- 
derson” as a trade-mark for agricultural and horticultural seeds. 

Appellant was raised in the seed business. As a youth he 
worked for a short time for appellee and then for others, and came 
to Chicago where in 1910 with partners he began a wholesale 
seed business under name of “A. Henderson & Co.” In time the 
partners dropped out, but appellant continued the business under 
the same partnership name. In 1919 he bought out one Winterson 
who had for some years conducted at Chicago under the name 
“Winterson’s Seed Store” a retail seed business, his sales being 
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over the counter and by catalogue. Appellant moved his whole- 
sale business into the Winterson store, continuing it under the 
name of “A. Henderson & Co.” and continuing the retail seed busi- 
ness under the name of “Henderson’s Seed Store,” issuing cata- 
logues in that name and so labeling his seed packages and other 
goods sold in connection with seeds. Appellant’s retail trade is 
practically all confined to a radius of about 550 miles from its 
place of business, within which appellee has mail customers, which, 
though considerable in number, aggregate but a small percentage 
of its entire business. Since appellant’s entry into the retail trade 
the evidence showed a few known instances of confusion with 
appellee’s business, but not frequent and apparently not serious. 
It does not appear that this was by any procurement or intent of 
appellant, or that appellant undertook to bring about confusion of 
the names, or to unfairly compete with appellee, save only as this 
might be inferred from the enumerated facts. 

The decree enjoined appellant from using the word “‘Hender- 
son” in connection with its business to designate its name, unless 
preceded by appellant’s full name or the abbreviation “Alex.” or 


“Alec.,” and from using the name in a partnership or corporation 


except as stated in the decree, and from using the word in any 
form as wholly or in part the name of any of his seeds. 

Appellant contends that the registration is void, asserting that 
the proofs submitted to procure it did not comply with the statute; 
first, in that the oath respecting exclusive use is on the knowledge 
and belief of the affiant. We do not see how in strictness it could 
be made otherwise, for technically no one could absolutely know 
that in some part of the United States there was not another, 
during the time in question, applying to his seeds the name “Hen- 
derson.” It cannot be presumed that the statute was such that 
it was impossible to give it effect through requiring proof which in 
strictest truth the registrant could not make. The second objec- 
tion is that the statement as to exclusive use was in the alternative, 
i. e., that the use was by applicant or his predecessors from whom 
title was derived, without statement as to who the successors were; 
facts which, if appearing, might show that during part of the time 
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in question the use was not exclusive, but was used contempora- 
neously by more than one of the registrant’s predecessors in title. 
The obvious reply would seem to be that the proof in this respect 
is made in the words of the statute, and if the form employed 
admits of such construction, the statute also would admit of it, and 
would authorize registration under such circumstances. In other 
words, the required statutory exclusiveness would be exclusiveness 
respecting all of those, whether one or more, who used it within 
the statutory time, and whose title had passed to the registrant. 
The third contention is that in stating the requirement of the time 


ee, 


tala ae eptliwa O a 


of use, the registrant gave 40 years as the time it was used in its 


business, whereas the corporate registrant had not so long existed, 


but part of the time the use was by the two preceding successive 
partnerships. We do not think a registration otherwise good 
should be defeated by so strained a construction of the statute; 
and respecting all of the objections it may be said that no evidence 
was offered to show existence of any of the supposed possibilities 
which it is contended the proof for registration did not negative, 
and no attempt was ever made to cancel the registration. Besides, 
Section 16 of the act provides that registration under the act shall 
be prima facie evidence of ownership. We are satisfied that the 
prima facie force of this registration has not been overcome. 

The trade-mark registration being effective, was it trans- 
gressed by appellant’s use of it? We think it clear that under 
the circumstances the employment of the name ‘“Henderson’s Seed 
Store” was in no sense necessary to insure to appellant the full 
opportunity to make use of his name in connection with his seed 
business. On principle as well as authority, it is plain that he 
may not make such unnecessary use of it as will interfere with 
the trade rights which another had theretofore lawfully secured. 
Without entering into prolonged discussion of the cases we refer 
to Waterman Co. v. Modern Pen Co., 235 U. S. 88 and Thaddeus 
Davids Co. v. Davids Mfg. Co., 233 U. S. 461, in the Supreme 
Court, and Chickering, etc. v. Chickering § Sons, 215 Fed. 490, in 
this court, as indicating what our conclusion must be on the broad 
proposition of appellant’s liability. 
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It is stressed in appellant’s brief that appellant’s good faith 
appears from the circumstances whereunder he adopted the name 
““Henderson’s Seed Store’’; that it was taken without any reference 
to appellee, but came about naturally through having succeeded 
to “‘Winterson’s Seed Store,” requiring only the change of the two 
first syllables of the Winterson name to make it “Henderson’s” ; 
also that in Chicago it was quite the custom to designate such 
establishment by the owner’s surname only prefixed to the words 
“seed store.’ Such things may explain how it came about, and 
may tend to acquit appellant of moral turpitude in its use of the 
trade-marked name, but this in no manner minimizes the effect upon 
appellee’s trade rights, nor its remedy for their invasion. Thad- 
deus Davids Co. v. Davids, supra. The use in appellant’s business 
of the term ““Henderson’s Seed Store,” and applying it in any way 
to his products, infringes appellee’s trade-mark and should not be 
permitted. 

As to use of the name of “A. Henderson & Co.” it might well 
be that if associated only with the wholesale business, such business 
would not be in competition with appellee’s strictly retail mail order 
business. But when in 1919 appellant entered the very same busi- 
ness in connection with which appellee’s registration was procured, 
and operated in territory wherein appellee long had many cus- 
tomers, and carried on its wholesale and retail business in the 
same place which it called ‘““Henderson’s Seed Store” a different 
situation at once arose. The buying public would not discriminate 
between “A. Henderson & Co.” and “Henderson’s Seed Store,” 
as to which was wholesale and which was retail. They were there 
together, apparently the same thing, and we must treat the name 
“A. Henderson & Co.” as though it were being used for the same 
purpose as was “Henderson’s Seed Store.” Appellant’s business 
is not a partnership, and no reason appears wherefore it is neces- 
sary to the proper use of his own name to add words or symbols 
which indicate a partnership which does not exist, but which, when 
added, make his trade-name more nearly like that of appellee. We 
are of opinion that the use of the initial “A” preceding “Hender- 


son” in connection with any part of appellant’s seed business does 
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not here, any more than in the Davids case, avoid the conclusion 
of “colorable imitation.” 

While at best some confusion is incident to similarity of names, 
the requirement of the decree that appellant’s full given name or 
its suggested abbreviation precede his surname will tend better 
to safeguard appellee’s rights, and at the same time impose no 
undue hardship or inconvenience to appellant. Nor is the decree 
objectionable in providing that the term “Henderson” shall not be 
employed by appellant in any name he may adopt for his seed 
packages. Appellee’s lawful registry gives it the sole right to 
the employment of “Henderson” as a name for its seed product, 
and where lawful right to label a product with the registered name 
has been secured, the same word should not be employed in any 
name for another’s like product where in reason this can be avoided. 
We likewise approve of the decree in so far as it makes provision 
for the use of appellant’s name in a partnership into which he may 
enter, or corporation which may succeed unto his business, save 
only that it would unduly restrict appellant to prevent use by a 
partnership of the ordinary words “& Company” or “& Co.” in 
connection with appellant’s name, as the decree authorizes him 
to use it. While appellee should be protected in its trade-mark 
rights, no undue restriction should be placed upon appellant in 
the business use of his own name. His partnership, if formed, 
may have the same reason for employing after his name the usual 
and ordinary indication of a partnership without setting forth the 
names of the other partners, as many another has done, and in this 
he should not be hindered. The protection of his interests does 
not, however, require that he be permitted to employ the ordinary 
partnership words after his name so long as he has no partner. 
What is said of a partnership name is likewise true as to corporate 
name. The use of the term “Company” or “Co.” to indicate a 
corporation is so usual and common that appellant should not be 
deprived of the right to this use in such a corporate relation, if he 
employs his own name as in the decree provided. 

The decree is directed to be modified so as to permit the use 


of the term “& Co.” or “& Company” in an actual partnership, or 
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“Co.” or “Company” in a corporation which may succeed unto 
his business, and with such modification the decree is affirmed. 


Vick Mepicine Company v. Vick CHemicat ComPpANYy 
United States Circuit Court of Appeals, Fifth Circuit 
January 2, 1926 


Trape-Marxs — InrrinceEMent — Personat Names — “Vicx’s” — “Vicx’s 

Grirre Remepy.” 

The decree of the lower court enjoining appellant from the use 
on its remedies of the name “Vick,” or any colorable imitation of 
plaintiff's registered trade-mark, held proper, since it appeared that 
the former adopted the name merely to profit by the advertising and 
reputation of the plaintiff, and that consumers were deceived thereby. 

Unram Comprtirion—Personat Names—Same Name anv Imrrative Con- 

TAINERS. 


Appellant, once an employee of appellee, in later starting a com- 
peting business and in putting out a medicinal preparation under the 
name “Vick’s Grippe Remedy,” sold in containers having features 
similar to those of appellee, was guilty of unfair competition, and the 


decision appealed from was affirmed. 

In equity. Appeal from the District Court of the United 
States for the Southern District of Georgia granting an injunction 
against trade-mark infringement and unfair competition. Affirmed. 


Robert C. Alston (Sam S. Bennet, E. K. Wilcox, E. W. Moise 
and Robert C. Alston, on the brief), for appellant. 
Harold Hirsch, J. R. Peottle, I. J. Hofmayer and Allen M. 
Reed (Edward S. Rogers, Allen M. Reed, Harold Hirsch 

and J. R. Pottle, on the brief), for appellee. 


Before Watker, Bryan and Foster, Circuit Judges. 


Watker, C. J.: This is an appeal from a decree granting 
to the appellee, Vick Chemical Company, a Delaware corporation, 
an interlocutory injunction whereby the appellant, Vick Medicine 
Company, a Georgia corporation, its officers, etc., were “enjoined 
and restrained from using in connection with the manufacture, 
offering for sale or sale of any medicinal preparation or medicated 
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soap the name Vick or Vick’s whether accompanied with other 
word or initial or not, or any other colorable imitation of plain- 
tiff’s registered trade-mark, and from the use of the name Vick 
Medicine Company, or any like name or names, or any name of 
which the word Vick or Vick’s forms a part.” The suit in which 
that decree was rendered was brought in March, 1925, against the 
appellant alone, and relief was sought on the grounds of unfair 
competition and infringement of appellee’s trade-mark. 

Since prior to 1894, the appellee and its predecessors have 
manufactured and sold medicinal preparations under the trade- 
mark Vick’s. Their products have been put up and marketed in 
cartons having at the top the word Vick’s in large letters, a red 
triangle, and at the bottom the name Vick Chemical Company. 
They were marketed under the name Vick’s, being called Vick’s 
Salve, Vick’s Vaporub, etc. In 1917 the name Vick’s was duly 
registered in the United States Patent Office under the ten-year 
provision of the Act of February 20, 1905 (88 Stat. 725), the 
appellee now being entitled to the benefits of that registration. 
The appellee and its predecessors have spent large sums in adver- 
tising its products, which became widely known and extensively 
used, since 1910 approximately eighty million jars of one of its 
products, a medicinal salve, having been sold. 

Prior and up to June, 1924, W. P. Vick was a salesman of 
automobile tires in Georgia, and continued in that business until 
after this suit was brought. He had never had any connection 
with the medicine business. At that time W. L. West was a sales- 
man in Georgia for an automobile company. Formerly he had been 
a druggist at Albany, Ga. Before his connection with W. P. Vick 
he had put on the market a grippe remedy called “West’s Grippe 
Remedy.” This venture was a failure, West’s product not being 
bought extensively when marketed under his name, and he aban- 
doned the pharmacy business and became a salesman for an auto- 
mobile company. In February, 1924, W. P. Vick and West agreed 
to go into business together for the primary purpose of marketing 
the latter’s grippe remedy under the name “Vick’s Grippe Remedy.” 
They procured the organization of the appellant corporation, and 
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W. P. Vick became its president, and West its vice-president. In 
June, 1924, the appellant began, and thereafter continued, to put 
on the market the old West Grippe Remedy under the name of 
Vick’s Grippe Remedy, using the name Vick’s in conspicuous letters 
at the top of the enclosing carton, a red “V,” and at the bottom the 
words “Vick Medicine Company.” Other medicinal products were 
also marketed by it in the same way. Before the grant of the 
charter to that corporation, the appellee, upon learning of the 
notice of the petition for the charter of a corporation to be known 
as the Vick Medicine Company, wrote a letter to W. P. Vick, 
objecting to the use of that name, and calling attention to the con- 
fusion likely to result therefrom. Evidence adduced convincingly 
showed that consumers throvghout the country, retail dealers, 
wholesale druggists and others, by the methods adopted by the 
appellant in marketing its products, were misled into the belief 
that those products were products of the appellee, and that appel- 
lant was enabled to make many sales of its products by reason of 
purchasers believing they were products of the appellee. In behalf 
of the appellant it was contended that the name Vick was used as 
above stated because of the popularity of W. P. Vick, and because 
of his business ability. The opinion rendered by the District Judge 
shows that he found that the moving cause for the adoption of 
Vick’s surname was to obtain the benefit of the widespread publicity 
of that name resulting from the money and efforts of the appellee, 
and for the purpose of appropriating a part of the good-will of the 
appellee. This conclusion was amply warranted by evidence ad- 
duced. 

We understand that a corporation is not entitled to use in its 
name or for its products the name of an individual, though that 
individual is interested in the corporation and consents to the use 
made of his name, if that name, instead of another, was selected in 
order to aid the corporation in competing with an established con- 
cern engaged in a similar business, and using the same name, such 
corporation’s use of that name being calculated and intended to 
mislead the public with respect to the origin of its products, and 
having the effect of a false representation and of promoting unfair 
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competition. R. W. Rogers Co. v. Wm. Rogers Mfg. Co., 70 Fed. 
1017; International Silver Co. v. Wm. G. Rogers Co., 118 Fed. 
526; Garrett v. T. H. Garrett § Co., 78 Fed. 472; Royal Baking 
Powder Co. v. Royal, 122 Fed. 887, 845; National Distilling Co. 
v. Century Liquor & Cigar Co., 188 Fed. 206; Wm. A. Rogers v. 
H. O. Rogers Silver Co., 287 Fed. 887 [7 T. M. Rep. 170]; Inter- 
national Silver Co. v. Wm. H. Rogers Corporation, 68 N. J. Eq. 
119. We think that the just stated proposition is consistent with 
statements of the law as to the use of an individual's name made 
in the opinions in the cases of Howe Scale Co. v. Wyckoff, Sea- 
mans §& Benedict, 198 U.S. 118, and L. E. Waterman Co. v. Modern 
Pen Co., 235 U. S. 88 [5 T. M. Rep. 1], though in each of those 
cases it was found that the questioned use of an individual’s name 
by a corporation was not shown to have been improper. The opinion 
in the first cited of those two cases contains the following: “We 
hold that, in the absence of a contract, fraud or estoppel, any man 
may use his own name in all legitimate ways, and as a whole or a 
part of a corporate name.” From that statement it may be implied 
that if a man’s name is used fraudulently, or by a corporation for 
the purpose of misleading the public and promoting unfair trade, 
such use cannot be justified. Findings of the court in the instant 
case were to the effect that the appellant’s use of the words Vick 
and Vick’s, and the similarities between the dress adopted for its 
products and the dress of appellee’s products were for the fraudu- 
lent purpose of representing its goods to be the goods of the appel- 
lee, and involved deceptive imitations of the appellee’s trade-mark. 
Thaddeus Davis Co. v. Davids Mfg. Co., 288 U. S. 461, 469 [4 
T. M. Rep. 175]. We think that, under the circumstances dis- 
closed, the use by the appellant of the name Vick in its corporate 
name, and in the designation of its products, constituted a fraud 
on the appellee, and that the court was not in error in rendering the 
decree appealed from. 

While the suit was pending, the appellant made some changes 
in the dress of its products which were claimed to have the effect 
of better distinguishing them from those of the appellee, and, after 
the opinion of the District Judge was rendered, expressed a will- 





CELLUCOTTON PRODUCTS CO. V. HOSPITAL SPECIALTY CO. 71 


ingness to make further changes, not involving a change of its 
corporate name or a discontinuance of the use of the word “Vick’s” 
in the designation of its products, and invoked the judgment of 
the court as to whether by the proposed changes its products would 
be sufficiently distinguished from those of the appellee. We do not 
think that it was incumbent on the court to deal with a state of facts 
other than that which was shown to exist at the time the bill was 
filed. If the state of facts existing at that time warranted the 
relief granted, changes afterwards made by the appellant in the 
manner of conducting its business, and dressing and marketing its 
products, cannot properly be given the effect of making the decree 
erroneous. United States v. Workingmen’s Amalgamated Council, 
54 Fed. 994; Chas. E. Hires Co. v. Consumers Co., 100 Fed. 809. 
The decree appealed from is affirmed. 


CeLLuUcoTTOoN Propucts Company v. Hospitat SpEciaALty 
CoMPANY, ET AL. 


United States District Court, Northern District of Ohio 
January 6, 1926 


Trapve-Marks—INFrIncGeMENtT—“Femetex” Conruiicts with “Korex”—In- 

JUNCTION. 

The word “Femetex,” both in appearance and sound, so closely 
approximates “Kotex,” both used upon sanitary napkins, as to require 
a finding of infringement; and the use of the former was enjoined. 

Same—Unrair Competition—Cuance From “Fems” to “Femetex”—Anorp- 

TION OF New Carron, Cororrnc anp Orner Features Imrrative 

or Piarntirr’s Contarner—Use or Marertar Lixe PLarntirr’s IN 

MANUFACTURE. 

Where, after plaintiff had adopted and widely advertised as a 
trade-mark for its sanitary napkins, made from wood pulp with a 
gauze conductor, the word “Kotex,” sold to the trade in blue boxes, 
displaying a Greek cross, defendant, a competitor, began to put out 
similar napkins, made from wood pulp instead of absorbent cotton, 
as at first, changed its trade-mark thereon from “Fems” to “Femetex,” 
and made other changes in container approaching features long iden- 
tified with plaintiff’s business, it was guilty of competing unfairly with 
the latter, and was enjoined. 


In equity. Action for trade-mark infringement and unfair 


competition. Injunction granted. 
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Squire, Sanders § Dempsey, Fisher, Towle, Clapp 4 Soans, 
of Chicago, Ill. (Cyril A. Soans, of counsel), and Edward 
S. Rogers, of Chicago, Ill., for plaintiffs. 

George W. Saywell, of Cleveland, Ohio, for defendant. 


Westennaver, D. J.: The bill charges infringement of a regis- 
tered and of a common law trade-mark, and also unfair trade and 
competition. The trade-mark consists in the word “Kotex” applied 
in trade to sanitary napkins. The infringement is based on defend- 
ants’ use of the word “Femetex” applied to the same article. The un- 
fair competition is based upon the use of the same word applied to 
the same article in conjunction with other imitations in the size, 
color, and markings of cartons for containing said articles. Diver- 
sity of citizenship and jurisdictional amount are also averred. 

There is no substantial dispute as to the facts. The defend- 
ants, upon the facts, are limited to the different inferences, if any, 
which may be drawn from facts otherwise well established. Nor 
are there any substantial differences of opinion as to the applicable 


law. It would be difficult to develop at this late day any substan- 
tial doubt as to any principle of the law of trade-marks or of unfair 
trade and competition. All the law necessary to be borne in mind 


in this case has been fully stated and the cases reviewed by me 
in Garrett § Co. v. Schmidt, Jr. & Bros. Wine Co., 256 Fed. 943. 
See also Ohio Baking Co. v. National Biscuit Co. (6 C. C. A.) 127 
Fed. 116; DeVoe Snuff Co. v. Wolff (6 C. C. A.) 206 Fed. 420 
[8 T. M. Rep. 483]; Samson Cordage Works v. Puritan Cordage 
Mills (6 C. C. A.) 211 Fed. 603 [2 T. M. Rep. 161]; C. & W. 
Thum Co. v. Dickinson (6 C. C. A.) 245 Fed. 609 [7 T. M. Rep. 
469]. 

That the word “Kotex” is arbitrary or fanciful and non- 
descriptive, and therefore a good trade-mark, is conceded by de- 
fendants’ counsel. This concession is in accord with numerous 
authorities, among others, Hamilton-Brown Shoe Co. v. Wolf Bros., 
240 U. S. 251 [6 T. M. Rep. 169]; Coca-Cola Co. v. Koke Co., 
254 U. S. 1438 [10 T. M. Rep. 441]; DeVoe Snuff Co. v. Wolff, 
supra; Ohio Baking Co. v. National Biscuit Co., supra; Garrett § 
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Co. v. Schmidt, Jr. Bros. Wine Co., supra. In addition thereto, 
the validity of “Kotex” as a trade-mark seems to have been widely 
acquiesced in by competitors. The evidence discloses that numer- 
ous competitors have submitted to injunction or have abandoned 
various markings charged to be an infringement. Likewise, upon 
opposition by plaintiff, the Patent Office has refused registration 
to various infringing words, such as “Puritex’”’; also that the Col- 
lector of Customs, on instruction of the Assistant Secretary of 
the Treasury, forbade the release of sanitary napkins labeled 
“Swantex.”’ 

Defendant denies infringement. The rules for determining 
an infringement of a trade-mark are fully stated in the cases above 
cited, among others, Ohio Baking Co. v. National Biscuit Co., De- 
Voe Snuff Co. v. Wolff, C. & W. Thum Co. v. Dickinson, Samson 
Cordage Works v. Puritan Cordage Mills, Garrett §& Co. v. Schmidt, 
Jr. Bros. Wine Co. Defendants’ contention seems to be that the 
suffix “tex” is a part of the dictionary word “textile”; that the 
distinctive color of the respective cartons and the location and 
display of the respective trade-marks are common property; that 
certain other vendors of sanitary napkins, particularly Johnson & 
Johnson and the Venus Corporation, had used this color and a 
similar shaped box for the same purpose; that words like “Wool- 
tex” had been applied in trade to various articles of different de- 
scriptive properties; hence, in view of these considerations, plain- 
tiff’s trade-mark should be limited to its exact form and not include 
defendants’ variant form. This contention, in my opinion, is un- 
sound and not maintainable. “‘Femotex,” both in appearance and 
sound, so closely approximates ‘‘Kotex” that no resort need be 
made to contributing resemblances of a deceptive nature to require 
a finding of infringement. This conclusion is supported by the 
decisions. 

In Garrett § Co. v. Schmidt, Jr. §& Bros. Wine Co. will be 
found grouped many cases in which trade-marks were held to be 
infringed by another in which the similarity of appearance and 
sound was much more remote. Plaintiff’s counsel has cited a large 
number of which the following were held to be valid trade-marks 
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and held to be infringed. In Hamilton-Brown Shoe Co. v. Wolf 
Bros., 240 U. S. 251 [6 T. M. Rep. 169], “American Girl Shoe” 
was held to be infringed by “American Lady Shoe”; in Coca-Cola 
Co. v. Koke Co., 254 U. S. 148 [10 T. M. Rep. 441], “Coca-Cola” 
by “Koke”’; in Coca-Cola Co. v. Chero-Cola Co. (App. D. C.) 278 
Fed. 755 [11 T. M. Rep. 252], “Coca-Cola” by “Chero-Cola” ; 
in Celluloid Co. v. Cellonite Co. (Cir. Ct. N. J., opinion by Mr. 
Justice Bradley) 82 Fed. 94, “Celluloid” by “Cellonite’; N. K. 
Fairbank Co. v. Central Lard Co. (D. C.) 54 Fed. 1838, “‘Cotto- 
lene” by “Cottoleo”; American Grocery Co. v. Sloan (D. C.) 68 
Fed. 589, ‘““Momaja” by “Mojava”; Morgan v. Whittier-Coburn Co. 
(D. C.) 118 Fed. 657, “Sapolio” by “Sapho”; Morgan v. Ward 
(7 C. C. A.) 152 Fed. 690, “Sapolio” by “Sapono”; Sterling 
Remedy Co. v. Spermine Co. (7 C. C. A.) 112 Fed. 1000, “Cas- 
carets” by ‘“Castorets’; Little v. Kellam (D. C.) 100 Fed. 853, 
“Sorosis” by “Sartoris”; Fairbank v. Luckel (9 C. C. A.) 102 Fed. 
827, “Gold Dust” by “Gold Drop”; Drewry v. Wood (D. C.) 127 
Fed. 887, ““Limetta” by “Limette”; N. W. Consol. Milling Co. v. 
Mauser (D. C.) 162 Fed. 1004, “Ceresota” by “Cressota’”; N. W. 
Consol. Milling Co. v. Callam (D. C.) 177 Fed. 786, ““Ceresota” 
by “Certosa’”; Trimble v. Woodstock Mfg. Co. (D. C.) 297 Fed. 
524 [14 T. M. 227], “Kiddie-Koop” by “Kumfy-Krib” ; Coca-Cola 
Co. v. Duberstein (D. C.) 249 Fed. 763 [8 T. M. Rep. 193], “Coca- 
Cola” by “El-Cola”; Wilson § Co. v. The Best Foods, Inc. (9 C. 
C. A.) 800 Fed. 484 [15 T. M. Rep. 179], “Nucoa” by “Pecoa”’ ; 
Ramopa Co. v. A. Gastun § Co., Inc. (D. C.) 278 Fed. 557 [12 
T. M. Rep. 59], “Ramopa” by “Maropa”; Gehl v. Hebe Co. (7 C. 
C. A.) 276 Fed. 271 [12 T. M. Rep. 154], “Hebe” by “Meje.” 
Aside from trade-mark infringement, defendants must, upon 
the facts, be held guilty of unfair trade and competition. Plaintiff 
adopted its trade-mark and applied it to sanitary napkins and has 
used it in interstate trade and commerce among states, including 
Ohio, as early at least as the latter part of the year 1920. Aside 
from any question of the validity of its registration, plaintiff is 
shown to have had a good common-law trade-mark therein since 
that date. Beginning as early as that date, plaintiff has widely 
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advertised the word “Kotex.” It has expended in newspaper and 
magazine advertising alone as much as $700,000, and in all forms 
of advertising, including the foregoing, and display and promotion 
work as much as $1,250,000. Its sales from and after that date 
have increased with astonishing rapidity. Its article is sold under 
this trade-mark or trade-name in 9814 per cent. of the drug and 
dry goods stores of the United States. As early as the first of 
the year 1923 its trade had grown to large proportions. 

During all this period it has used only one form of label and 
dress for its product. Single napkins have been encased in what is 
called glassine paper with the trade-mark applied thereon. Its 
articles have been sold in the early days in cartons containing one- 
half dozen and continuously in cartons containing one dozen. None 
of its product has been sold without having the word “Kotex” 
applied thereto. The carton is a rectangular box, colored a cross 
between blue and purple. Across one end, in prominent white 
letters, is the word “Kotex.” Above this word is a small 
white Greek cross. Below the word, in white letters, is the 
name of plaintiff, and above its name are the words “made by” 
and below, “Neenah, Wis.,” its place of business. Plaintiff’s name 
and place of business are inconspicuous. In the upper left hand 
corner, in white letters, are the words “One dozen,” and in the 
upper right hand corner are the words “Regular size.” The whole 
is surrounded by a white border about one-eighth inch in width. 
The evidence shows that a usual method of displaying and selling 
the product is to pile upon a counter a number of these cartons 
wrapped up so as to conceal all markings, with one unwrapped on 
top to disclose the nature of the article thus displayed and placed 
on sale. In this way the reticence of women is overcome in effect- 
ing a sale. 

Defendant was engaged in the business of making and selling 
sanitary napkins at a date earlier than plaintiff. Its product was 
then made from absorbent cotton and some wood pulp, with a gauze 
container. Plaintiff's product has always been made entirely of 
wood pulp, with a gauze container. Its product was developed 
during the World War as a substitute for absorbent cotton and is 
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known to the trade as cellucotton. Defendant sold its article under 
the trade-name of “Fems.” It registered this name as a trade- 
mark in 1922. It used in marketing the same a box substantially 
of the same shape and size as plaintiff’s except that its depth was 
less. This carton was of a dull gray color, with the word “Fems” 
on a yellow background on all four sides and with the picture of 
a woman with a bulging yellow skirt, likewise on each of the four 
sides, and, in addition, a large amount of distinctive printed matter 
in black and light pink ink. 

In May, 1923, defendant shifted over to its trade-name and 
carton charged herein to infringe. At this time it also changed 
over from absorbent cotton to cellucotton, or a like wood pulp 
product, as the material out of which to make its article. It aban- 
doned entirely all of the characteristics of its original carton. It 
excuses the use of the word “‘Femetex” as intended to preserve its 
previous good-will in its trade-name or trade-mark of “Fems.” 
This is obviously a false pretense. It adopted a carton of pre- 
cisely the same size and shape as plaintiff's. It adopted a color 
indistinguishable except when placed side by side. The word 
““Femetex” and other printed matter is in substantially the same 
kind of type, size, form, and position as is plaintiff's. It has sub- 
stituted for the white Geneva cross a white five-pointed star of 
substantially the same size and placed in substantially the same 
position. It has likewise simulated the white border of plaintiff's 
label and box. 

Only one inference can be drawn from these facts. The change 
was not made in good faith. The new name, box and dress are 
not a natural evolution from what had preceded. Defendants must 
be held to have made these changes and adopted these resemblances 
with the fraudulent design of appropriating to itself some part of 
plaintiff’s good-will and passing off upon the public its product as 
and for plaintiff’s product under cover of the reputation and public 
acquaintance with plaintiff's product acquired by plaintiff's exten- 
sive advertising and marketing of its product. The same judgment 
is compelled by these facts as was pronounced in many of the cases 
above cited. 
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Defendants urge one remaining consideration. It is said that 
plaintiff's title to the trade-mark “Kotex” is not established. De- 
fendants’ counsel apparently regards the trade-mark as a patent 
and a title such as will support an action can be acquired only in 
the same way. Upon this view, the origin of the trade-mark in 
“Kotex,” its use in trade, and its transfer to plaintiff, have been 
examined and discussed as if the question involved plaintiff’s title 
to a patent or the precise date of conception of an invention and 
the reduction thereof to practice. As I understand defendants’ 
contention it is this: the original sanitary napkin was developed 
and the trade-mark “Kotex” applied thereto by the Kimberly, Clark 
Company of Neenah, Wisconsin; that this article under that trade- 
mark was first sold in commerce by that company; that there is 
not shown a transfer good at law from that company to the present 
plaintiff; and hence the present plaintiff is not a first appropriator 
of the word “Kotex” to sanitary napkins, but that the trade-mark 
“Kotex” is still outstanding in the Kimberly, Clark Company. 

The facts are undisputed that since the latter part of 1920, 
plaintiff has manufactured and sold this article under that trade- 
mark and it has not been made or sold by anyone else. Kimberly, 
Clark Company has always been the owner of ninety per cent. 
of the stock of plaintiff corporation. In popular phraseology, 
plaintiff is a subsidiary of the Kimberly, Clark Company. The 
application for registration of the trade-mark “Kotex” was made 
by the Cellucotton Products Company, a co-partnership formed 
of F. J. Sensenbrenner, J. C. Kimberly, S. J. Shattuck and C. B. 
Clark. It was sworn to January 12, filed January 15, and regis- 
tered September 21, 1920. It states that the trade-mark had been 
used in the business of said co-partnership since on or about August 
15, 1919. That it was adopted that early, the evidence clearly 
shows. There is a dispute about the form in which the word was 
first applied to glassine envelopes and to cartons, but these differ- 
ences become immaterial in view of the undisputed evidence that 
since the latter part of 1920 the form above described has been 
continuously used. 


The explanation of this angle of the controversy is relatively 
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simple. The Kimberly, Clark Company found itself at the end 
of the World War with a separate factory for making cellucotton 
and no market for its product. The four alleged partners were 
holders of a majority of its stock. It was decided that the new 
product should be developed and put through its experimental stage 
until established in the market, in the name of The Cellucotton 
Products Company, which company was not a corporation but was 
expressly or tacitly regarded as a partnership composed of those 
four stockholders. If the experiment was a failure, they, and not 
the Kimberly, Clark Company, were to bear the loss. In the 
meantime the money was advanced by the Kimberly, Clark Com- 
pany. At all times the product was marketed and sold in the name 
of The Cellucotton Products Company. By September, 1920, all 
concerned became satisfied that success was achieved or within 
reach. It was then determined to organize the plaintiff corporation 
which was actually done not later than the following December, 
and the trade-mark previously registered, was assigned to the cor- 
poration and ninety per cent. of the stock therein was issued to 
the Kimberly, Clark Company with its consent and by the direc- 
tion of the four partners. 

Upon these facts, a good equitable title, at least, exists in 
plaintiff. It is certain that no one except plaintiff has any bene- 
ficial interest or equitable title in said trade-mark. It is not the 
case of an outstanding valid trade-mark previously appropriated 
by some third person, which an infringing defendant may plead 
and prove to defeat plaintiff’s right of action. A court of equity 
would not listen to an action by the Kimberly, Clark Company to 
enjoin the plaintiff from using this trade-mark or to compel plain- 
tiff to transfer that trade-mark to it, much less will an infringing 
defendant be permitted to intermeddle with the relations between 
two corporations and set up a defect of title to escape the conse- 
quences of its wrongful conduct. 

A decree will be entered in conformity with the views herein 
expressed. Plaintiff will recover costs incurred to this stage. If 
desired by plaintiff, an accounting will be ordered of profits and 
damages. 
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RicHMoND Remepies Company v. Dr. Mites Mepicat Company 


United States District Court, Western District of Missouri 


September 28, 1925 


Trave-Marxs—INFrInceMent—“Nervine” A Descriptive TERM. 

Plaintiff could not, on the ground of its ownership of the words 
“Samaritan Nervine” as a trade-mark for a proprietary remedy, re- 
strain the use by defendant of the words “Dr. Miles’ Nervine” on 
like goods, inasmuch as the word “Nervine” is purely descriptive of 
such goods. 

Unram Competirion—LasBets AND ConTAINERS—DISTINGUISHING FEATURES. 

Where, although the word “Nervine” appeared on both, the re- 
spective labels showed marked differences in color, size, arrangement 
and appearance, there was no unfair competition on the part of de- 
fendant. 


In equity. Action to restrain alleged trade-mark infringement 
and unfair competition. Bill dismissed. 


W. K. Amick, for plaintiff. 
W. C. Michaels and Edward S. Rogers, of Chicago, IIll., for 
defendant. 


Reeves, D. J.: Plaintiff sues in equity, alleging an infringe- 
ment of its trade-name and unfair competition by the defendant. 

Defendant has moved to dismiss the bill upon the ground that 
no equity is stated. 

Plaintiff owns a proprietary remedy for the relief of nervous 
affections, known as “Samaritan Nervine.” This remedy, it is 
charged, under the above designation, has been in use by the plain- 
tiff and its predecessors since the year 1873. 

The defendant company also has a remedy for the relief of 
nervous affections, designated as “Dr. Miles’ Nervine,”’ and this, 
it is charged, is an infringement of plaintiff’s trade-name. 

1. The whole controversy hinges on the use of the word 
“nervine.” Nervine is defined by Webster as a nerve tonic and 
is a word which is merely descriptive of the ingredients, qualities 
or characteristics of a remedy used as a tonic for nerves. Very 
naturally, such remedies become articles of trade. 

In William R. Warner § Co. v. Eli Lilly & Co., 265 U. S. 
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526, 1. c. 528 [14 T. M. Rep. 247], the Supreme Court of the United 
States, Mr. Justice Sutherland delivering the opinion, said: 


“A name which is merely descriptive of the ingredients, qualities or 
characteristics of an article of trade cannot be appropriated as a trade- 
mark and the exclusive use of it afforded legal protection.” 

The defendant, therefore, under the law would have the right 
to use the word “Nervine” in its medicine without infringing the 
trade-name of the plaintiff. 

2. In the matter of unfair competition, an inspection of the 
cartons or containers of the bottles put out by the respective parties 
does not show such a similarity as to deceive the public. Such car- 
tons are dissimilar in color, size and appearance. The word 
“nervine” is made conspicuous on defendant’s carton, but such 
word is preceded by the designation “Dr. Miles’.” 

Plaintiff's carton has a designation “Samaritan Nervine” and 
the arrangement of the words on the two exhibits would not war- 
rant the inference that the defendant was seeking to deceive the 


public and to substitute its own article for that of the plaintiff. 


In Warner & Co. v. Lilly § Co., supra, the court said on this 
subject: 


“The use of a similar name by another to truthfully describe his own 
product does not constitute a legal or moral wrong, even if its effect 
be to cause the public to mistake the origin or ownership of the product.” 


In the case at bar, the dissimilarity of the appearance of the 
cartons or containers, and the difference in the arrangement of the 
words are such that the dealer would not be able, if he so desired, 
to substitute the preparation of the defendant for that of the 
plaintiff. 

The case does not fall, therefore, within the rule announced 
in the Warner & Co. v. Lilly § Co., supra, wherein it was held that 
the two preparations in that case were similar in appearance and 
that dealers were not only enabled to but actually did deceive the 
public. 

The motion to dismiss on the ground that the bill does not 
state a cause of action in equity is well taken and should be sus- 
tained. 
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Hersert GuGGENHEIM, Doine Business as “G anp G Botriine 
Company” v. CANTRELL & CocHrRANe, LimITED 


Court of Appeals of the District of Columbia 
January 4, 1926 


Trape-Marks ann Unram Competirion—“G & G” ror Grncer Are De- 

CEPTIVELY Srmiiar to “C & C”-—Apprat—AFFIRMAL. 

The adoption and use by defendants of the letters “G & G” as a 
trade-mark for ginger ale, long after the adoption and use by the 
plaintiff of the letters “C & C” for similar goods, held infringement 
of the latter’s trade-mark and unfair competition, and the decree 
enjoining the use thereof was affirmed. 


Appeal from a decree of the Supreme Court of the District of 
Columbia to restrain infringement of a trade-mark and unfair com- 
petition. Affirmed. 


Neumayer § King, of Washington, D. C., for appellant. 


Jeffery, Kimball § Eggleston, of New York City, for appellees. 


Before Martin, Chief Justice, and Ross and Van Onrspet, 
Associate Justices. 


Rors, A. J.: Appeal from a decree in the Supreme Court of 
the District of Columbia for the plaintiff, appellee here, in a suit 
to prevent infringement of the trade-mark “G & G” and unfair 
competition in connection with the sale of the ginger ale on which 
the trade-mark is used. 

The record discloses that for almost half a century plaintiff's 
ginger ale had been widely and favorably known in the United 
States as “G & G,” and that long prior to the entry of the defendant 
into the field the mark had been registered and used in the exten- 
sive advertising and selling of this ginger ale, sales amounting to 
300,000 dozens of bottles per year. Witnesses for both plaintiff 
and defendant testified as to the excellence and popularity of this 
product. 

The defendant formerly was a wholesale liquor dealer, first 
under the name of Phenix Liquor Company, Herbert Guggen- 
heim proprietor, and later under the name of Guggenheim Dis- 
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tributing Company. In 1917 he began the manufacture of ginger 
ale, having as a partner a Mr. Gunst, who retired in a little less 
than two years, when defendant’s brother, Sidney Guggenheim, 
took over the work formerly done by Mr. Gunst. On this point the 
defendant testified that “he personally owns the machinery in the 
plant that manufactures his ginger ale. He pays his brother as 
much salary as he needs it. It is paid to him as salary. ‘With 
my brother the business is mine’.” 

At first defendant conducted his ginger ale business exclusively 
under the name of Christo Bottling Company. He testified that 
“the prominent name of his business in 1917 and 1918 was the 
Christo Bottling Company”; that “he began to use the G & G 
bottle about 1918 or 1919.” From that time he manufactured and 
sold both Christo ginger ale and the G & G brand. He widely 
advertised the G & G brand, or caused it to be so advertised, but 
under the name of the G & G Bottling Company and never under 
the name of Guggenheim and Gunst. Although all other witnesses 
were familiar with the G & G brand, defendant disclaimed any 
knowledge of it at the time he adopted G & G as his mark. He 
was asked why he could not sell the G & G ginger ale under the 
name of the Christo Bottling Company and he replied: ‘Well, 
we prefer to have a distinctive name for it.” 

Several employees of local hotels and restaurants testified for 
the defendant to the effect that there had been no confusion in 
the sale of the C & C and G & G brands of ginger ale in their 
places of business. The manager of the United States Senate 
Restaurant, testifying for the defendant, stated that C & C was 
generally known as an imported ginger ale and that waiters in his 
restaurant were instructed “to call for the imported ginger ale to 
avoid mistakes”; that he had known of C & C Ginger Ale for 
approximately twenty-five years and that “it is one of the very 
best known and has a high reputation.” Another witness for the 
defendant testified on cross-examination in part as follows: ‘When 
people ask for defendant’s product they usually say ‘G & G.’ 
I never could see any similarity between ‘G & G’ and ‘C & C.’ 
There is a similarity in the sound of the ‘ce’ but the public gives 
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the G & G entirely different from the C & C; rarely a mistake 
occurs in that.” 

It further appeared from the testimony for the defendant 
that the G & G brand sells for about half the price of C & C. 

Under the view we take of the case, it is unnecessary to review 
the evidence further. 

In Bourjois § Co. v. Katzel, 260 U. S. 689, 692 [13 T. M. 
Rep. 69], a trade-mark infringement case, the court, after speaking 
of a patent monopoly, said: “The monopoly in that case is more 
extensive, but we see no sufficient reason for holding that the 
monopoly of a trade-mark, so far as it goes, is less complete. It 
deals with a delicate matter that may be of great value but that 
easily is destroyed, and therefore should be protected with cor- 
responding care.” 

In this court it has been repeatedly declared that there is 
neither legal nor moral excuse for even an approximate simulation 
of a well-known mark applied to goods of the same descriptive 
properties, and that when an attempt to effect such simulation be- 
comes apparent, the two marks should not be examined with a 
microscope to detect minute differences but, on the contrary, should 
be viewed as a whole, as the general public would view them; in 
other words, that the points of similarity are of greater importance 
than the points of difference. Kaut-Reith Shoe Co. v. Interna- 
tional Shoe Co., 45 App. D. C. 545 [7 T. M. Rep. 278]; O. §& W. 
Thum Co. v. Dickinson, 46 App. D. C. 806; Adams Mfg. Co. v. 
Aeolian Co., 47 App. D. C. 876; Waltke v. Schafer, 49 App. D. C. 
234 [10 T. M. Rep. 246]; and Coca-Cola Co. v. Chero-Cola Co., 
51 App. D. C. 27 [11 T. M. Rep. 252]. In the case last cited, 
we said: 

“To require that the line which separates marks should be well defined 
is not to ask too much, since the field from which a person may select a 
mark is almost limitless. * * * Of course, if the two marks were placed 
together, or if a person’s attention was in some way directed to them, 
there would be no difficulty in apprehending the difference between them. 
This, however, is not the way to make the test. Ordinarily, the prospective 
purchaser does not carry more than a faint impression of the mark he is 


looking for. If the article offered to him bears a mark having any re- 
semblance to the one he is thinking of, he is likely to accept it. He acts 
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quickly. He is governed by a general glance. The law does not require 
more of him.” 

The court therefore ruled that the use of “Chero-Cola” as a 
trade-mark would be likely to confuse purchasers desiring Coca- 
Cola. 

In Procter §& Gamble Co. v. Euey Shortening Co., 50 App. 
D. C. 42, 267 Fed. 844 [10 T. M. Rep. 344], this court ruled that 
the use of “Esco” would be likely to cause confusion with goods 
sold under the mark “Crisco.” 

In Coca-Cola Co. v. Koke Co., 264 U. S. 143 [6 T. M. Rep. 
349], where the plaintiff's mark was “Coca-Cola,” it was held that 
“the word ‘Koke’ was chosen for the purpose of reaping the 
benefit of the advertising done by the plaintiff and of selling the 
imitations as and for the plaintiff's goods”; in other words, that 
the use of the word “Koke” constituted infringement and unfair 
competition. 

In Coca-Cola Co. v. Old Dominion Beverage Co., 271 Fed. 
600, the Circuit Court of Appeals for the Fourth Circuit ruled 
that ““Taka-Kola” infringed “Coca-Cola,” saying: “May defendant 
employ, for the sole purpose of bringing its wares speedily and 
cheaply into notice, a variant of plaintiff’s trade-mark so close as 
to suggest the latter to everyone, thereby turning to its own profit 
the reputation which the plaintiff has built up through many years 
of skill and effort, and at the cost of millions expended in advertis- 
ing its goods under its mark? It may tell the thirsty that its drink 
is not only as good as Coca-Cola, but that it believes it to be in 
fact the same thing; but can it do so by using plaintiff's trade- 
mark to plaintiff's hurt? Even if there is no attempt by defendant 
to palm off its goods as those of plaintiff, does it necessarily follow 
that defendant is not unfairly competing? The right to equitable 
relief is not confined to cases in which one man is selling his goods 
as those of another.” 

In Gehl v. Hebe Co., 276 Fed. 271 [12 T. M. Rep. 154], it 
was held that the use of the name “Meje” in trade infringed the 
trade-name “Hebe,’ when applied to the same article, and that 
proof of confusion was unnecessary where names suggested it. 
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In that case there was no evidence of unfair competition and trade 
practice, “beyond the mere fact of the resemblance of the two 
names.” The court said: 


“A question of similarity of trade-names as applied to a particular 
product must of necessity be largely a matter of impression. From 
absolute copy of a name to one which is radically and essentially different 
there are names innumerable, with varying degrees and shades of differ- 
ences; and it would be impossible to lay down any general line of cleavage 
between infringing and non-infringing names. While the mind may readily 
conceive many names other than this which would more nearly approxi- 
mate that of ‘Hebe,’ we are of the impression that ‘Meje’ as applied to 
the same product is an approximation sufficiently close to be deemed an 
infringement. The two vowels are the same in both, and most persons 
would pronounce both of these long, accenting the first syllable of each 
word. The interest of the average consumer in either of the brands is 
probably not such that he would charge his mind with the precise form 
and sound of the word. The general form and sound of the words, 
having marked similarity, would strongly suggest the likelihood of confu- 
sion. Although there was here no evidence of actual confusion on the 
part of customers, this is not easily available, nor indeed necessary where 
the words themselves suggest it.” 


In S. S. Kresge Co. v. Champion Spark Plug Co., 8 F. (2nd) 


415 [15 T. M. Rep. 276], which involved the question of unfair 
competition and where, as here, there was evidence that representa- 
tives of the plaintiff had received one thing when asking for an- 
other, the Circuit Court of Appeals for the Sixth Circuit said: 
“The fact that the purchaser under such circumstances was not de- 
ceived has no tendency to indicate that such would not have been 
the effect upon the ordinary and casual buyer, who is to be reckoned 
with.” 

The decisions to which we have referred are decisive of the 
issue here and clearly justify the decree below. The contention of 
the defendant that it was his right to use the initials of members of 
the original firm of Guggenheim and Gunst is without merit. In 
rejecting such a contention, the Supreme Judicial Court of Massa- 
chusetts, in W. B. Mfg. Co. v. Rubenstein, 236 Mass. 215, said: 


“It is enough to say that this contention has no foundation either in 
fact or in law. Initials alone do not constitute the name. Description or 
abbreviation is not the equivalent of a name. The distinctive characteriza- 
tion in words by which one is known and distinguished from others is the 
name of a person. * * * The single question in this connection is whether 
the trade designation adopted by them (defendants) is sufficiently similar 
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to that of the plaintiff to be likely to confuse or mislead those using 
ordinary discrimination.” 

In much of the advertising of the G & G brand, block type was 
employed, and defendant used that type on some of his container 
cases. That he either personally directed the advertising or, know- 
ing of it, failed to suggest any change, is clear from the record. 
At all events, having furnished dealers with goods bearing a mark 
so closely approximating a well-known mark of another dealer, 
defendant is liable for unfair competition if those who distribute 
and sell his product deceive the public through the means which he 
has supplied. Warner & Co. v. Lilly §& Co., 268 U. S. 526, 530 
[14 T. M. Rep. 247]; S. S. Kresge Co. v. Champion Spark Plug 
Co., supra; and Fairbank v. Bell, 77 Fed. 868, 876. 

G & G more nearly approximates C & C, both in appearance 
and sound, than any other two letters, and their continued use 
inevitably would result in the reaping by the defendant of the 
benefits incident to the long established and widely advertised busi- 
ness of the plaintiff. The decree is affirmed, with costs. 


Tue Duro Pump & ManuFractuRING CoMPANY Vv. CALIFORNIA 
Crepar Propucts Company 


Court of Appeals of the District of Columbia 
February 1, 1926 


Trave-Marxs—OpposirioN—Part or Corporate Name—“Dvuro”—Aprear— 

REVERSAL. 

The word “Duro,” long in use by appellant as a trade-mark on 
pumps, fluid pressure motors and pressure water systems, and later 
made a part of its corporate name, held to have become to the public 
a salient and distinguishing feature of such name; and the Commis- 
sioner’s decision dismissing the opposition to the registration of the 
name to another on somewhat related goods was reversed. 


Appeal from the Commissioner in a trade-mark opposition. 
Reversed. For Commissioner’s decision see 14 T. M. Rep. 350. 
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W.I. Symons, of Washington, D. C., and H. A. Toulmin and 
H. A. Toulmin, Jr., of Dayton, Ohio, for appellant. 
C. E. Riordan, of Washington, D. C., for appellee. 


Before Martin, Chief Justice, Ross, Justice, and Smitn, 
Judge U. S. Court of Customs Appeals. 


Ross, A. J.: Appeal from a decision of the Patent Office in 
a trade-mark proceeding brought by the Duro Pump & Manufac- 
turing Co., hereinafter called the Duro Co., and opposing the 
registration by the California Cedar Products Co. of the word 
“Duro” as a trade-mark. 


The Patent Office tribunals ruled that the goods of the re- 
spective parties possessed different descriptive properties and that 
the word “Duro,” having been written by applicant in such a 
peculiar way as not to constitute “merely” the distinguishing word 
in the corporate name of the opposer, was registrable. 

The predecessor of the Duro Co., or the Burnett-Larsh Mfg. 


Co., early in January of 1916 adopted “Duro” as its trade-mark 
and extensively advertised the same. Its business was the manu- 
facture and sale of pneumatic pressure systems for pumping, stor- 
ing and supplying water to residences, and included pumps, fluid 
pressure motors, explosive engines and necessary electrical appara- 
tus. This business soon attained large proportions and the evi- 
dence showed that the mark came to represent and identify the 
product and the company. For this reason the Duro Co. was 
incorporated in 1921 and took over the business, good-will and 
trade-mark of the old company. At that time the volume of business 
amounted to about $2,000,000 per year. Under the facts before 
us, the Duro Co. was the originator of the mark “Duro.” 

The California Cedar Products Co. alleges in its applications 
for registration that it adopted its mark in 1922, “for wall-board in 
Class 12, Construction Materials,” which the company manufac- 
tures and sells in the same territory covered by the opposer. The 
president of the company testified that he “coined” the word Duro 
himself. 

American Steel Foundries v. Robertson, Commissioner of Pat- 
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ents, and Simplex Electric Heating Co. (see p. 51 ante), decided 
January 4, 1926, in the Supreme Court of the United States, in- 
volved the right of the first named company to register the mark 
“Simplex,” the goods of the two parties being of different de- 
scriptive properties. “The effect of assuming a corporate name,” 
says the court, “by a corporation under the law of its creation is 
to exclusively appropriate that name. It is an element of the cor- 
poration’s existence,’ and that in some degree at least the natural 
and necessary consequence of a wrongful appropriation of that 
name is to injure the business and rights of the corporation by 
destroying or confusing its identity. The court further said: 


“Where the appropriation of the corporate name is complete, the rule 
of the statute, by its own terms, is absolute and the proposed mark must 
be denied registration without more. But where less than the whole name 
has been appropriated, the right of registration will turn upon whether 
it appears that such partial appropriation is of such character and extent 
that, under the facts of the particular case, it is calculated to deceive 
or confuse the public to the injury of the corporation to which the name 
belongs. The fact, for example, that the articles upon which the mark 
is used are not of the same description as those put out by the corpora- 
tion, is entitled to weight, since the probability of such confusion and 
injury in that situation obviously is more remote than where the articles 
are of like kind. The cases, naturally, present varying degrees of diffi- 
culty for the application of the rule.” 


It is apparent from the language already quoted that the 
Supreme Court did not intend to rule that identity of the de- 
scriptive properties of the goods of two parties was controlling 
where one had taken for its mark the distinguishing part of the 
corporate name of the other. This is made even plainer in subse- 
quent language of the court, as follows: 


“There may be, of course, instances where a single word in the cor- 
porate name has become so identified with the particular corporation that 
whenever used it designates to the mind of the public that particular cor- 
poration. But here it is not shown that, standing alone, the word ‘Sim- 
plex’ has that effect; that it is any more calculated to denote to the 
public the defendant corporation than any of the other corporations in 
the names of which it is likewise embodied; or, indeed, that it signifies 
the appropriation of some corporate name though incapable of exact 
identification.” 


In the Simplex case, the court observed that the word “Sim- 


plex” comprises the whole or a part of about sixty registrations 
by nearly as many parties upon many kinds of merchandise, that 
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it formed part of the names of other corporations in the country, 
and hence did not identify any corporation in particular; that it 
merely was one of a large class of words which had been used for 
a great many years because of their suggestive meaning, including 
such words as Acme, Anchor, Champion, Eureka, Excelsior, Ideal, 
Jewel, Liberty, etc. In the present case, when the California Cedar 
Products Co. adopted the word “Duro” as its trade-mark, that word 
had “become so identified with the particular corporation” (the 
Duro Co.) that whenever used it designated to the mind “that 
particular corporation.” While the descriptive properties of the 
products of the two companies are technically different, both are 
used in residences and, under the evidence, we are constrained to 
the view that their concurrent use would tend to confusion of the 
identity of the Duro Co. If the California Cedar Products Co. were 
permitted to use this mark, which has come to represent the Duro 
Co. and its product to the public, other companies likewise might 
use it, with resultant loss of identity of the Duro Co. 

Appellee’s counsel refers in his brief to certain alleged regis- 
trations in the Patent Office not mentioned in the record. Obvi- 
ously, this attempt to supplement the record cannot avail here, 
where the case must be decided upon the record made below. What 
effect, if any, these alleged registrations would have had upon our 
decision, had they been of record, we need not and do not determine. 

It results that the decision is reversed. 


Bootu Fisueries Company v. Apams & Sons Grocer ComMPpaNy 
Court of Appeals of the District of Columbia 
February 1, 1926 


Trave-Marxs—Opposirion—“Diamonp A” ann “Brack D1amonn”—Mutt1- 
PLE Registrations oF “D1amonp” Hewp to Preciupe ConFrusion. 
Where many registrations had been made of the word or device 
of a diamond, including several for goods similar to those of the 
parties, opposer could not on the ground of its registration of the 
words “Black Diamond,” prevent the registration to appellee of the 
mark “Diamond A.” 
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Appeal from the Commissioner in an opposition proceeding. 
Affirmed. For Commissioner’s decision see 15 T. M. Rep. 94. 


W.N. Cornwell and L. T. Greist, both of Chicago, Ill., for ap- 
pellant. 
R. R. Rommel, of Washington, D. C., for appellee. 
Before Martin, Chief Justice, Ross, Justice, and Buanp, 
Judge U. S. Court of Customs Appeals. 


Ross, A. J.: Appeal from a decision of the Patent Office in 
a trade-mark opposition proceeding dismissing appellant’s opposi- 
tion to the registration by the appellee of the mark “Diamond A,” 
associated with the representation of a diamond enclosing a large 
capital “A.” 

In its notice of opposition appellant alleged that its trade- 
mark was a diamond-shaped figure and the word “Diamond.” In 
the answer filed by appellee it was alleged that appellant's mark 
was not “Diamond,” but “Black Diamond,” “as shown in the regis- 
tration * * * No. 16989, dated September 8, 1899.”" The evidence 
fully supported this averment of the answer. The Examiner of 
Interferences found that the mark used by appellant “is the nota- 
tion ‘Black Diamond’,”’ and the decision of the Assistant Commis- 
sioner was to the same effect. 

There is ne dispute that the goods of the respective parties 
are of the same descriptive properties. It appears that the Patent 
Office, both before and after adoption of the mark “Black Diamond” 
by appellant, registered the word “Diamond” in varying forms to 
many different parties and to several for use upon goods of the 
same descriptive properties as those of appellant. Appellant, 
therefore, was not the originator of the diamond as a trade-mark 
for canned food products and is not entitled to the exclusive use 
of that word or representation. Alaska Packers Assoc. v. Ad- 
miralty Trading Co., 48 App. D. C. 198 [5 T. M. Rep. 251], and 
Alaska Packers Ass’n v. Getz Bros. & Co., 49 App. D. C. 55, 258 
Fed. 527 [8 T. M. Rep. 277]. See also Am. Steel Foundries v. 
Robertson, et al. (see p. 51 ante), decided in the Supreme Court 
of the United States January 4, 1926. On this point the Assistant 
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Commissioner said: “It seems to be fairly justifiable to hold that 
a diamond shape had been used to a considerable degree upon goods 
of this same general class before the opposer entered the field. 
Each of those who followed the first user of a diamond shape is 
only entitled to such distinctive features as he adds to his figure.” 
A different conclusion would result in the granting to appellant 
of a monopoly in the use of the word “Diamond” and representa- 
tion of it, to which appellant is not entitled. We agree with the 
Patent Office that the difference between the two marks is such as 
to entitle appellee to the registration of its mark. 

Appellant, in making up the record, failed to incorporate the 
registration to which reference has been made, and this matter was 
brought into the record by certiorari, at the instance of appellee. 
The costs involved in this insertion should be borne by appellant. 

The decision is affirmed. 


Goopatt Worstep Co. v. Patm Knirtine Co., Inc. 
Court of Appeals of the District of Columbia 
February 1, 1926 


Trape-Marxs—OpposiTion—“Patm-Knir” anp “Patm Istanp,” wirn De- 
vice oF Patm Tree. 

Where the word “Palm” and the device of a palm tree were both 
used as trade-marks prior to opposer’s adoption thereof, the latter 
could not claim such a use as to bar from registration the word 
“Palm-Knit,” the word “Palm” being the only conflicting feature of 
the two marks. 


Appeals from the Commissioner in three opposition cases. 
Affirmed. For the Commissioner’s decision see 15 T. M. Rep. 188. 


E. T. Fenwick, of Washington, D. C., for appellant. 
E. M. Evarts, of New York City, for appellee. 


Before Martin, Chief Justice, Ross, Justice, and BLanp, 
Judge U. S. Court of Customs Appeals. 


Ross, A. J.: These are trade-mark opposition proceedings, 
in which the Patent Office dismissed the opposition and held that 
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appellee is entitled to register the words “Palm-Knit,” with the 
representation of a palm tree in a rectangle, as its trade-mark. 

It is not disputed that the goods of the respective parties are 
of the same descriptive properties. Appellant sought to register the 
words “Palm Beach” as its trade-mark, and an opposition was filed 
by a prior user and registrant of the mark “Palm Island,’ accom- 
panied by the representation of a palm tree. Appellant succeeded 
in convincing the Patent Office that the two marks were not de- 
ceptively similar. It thus appears that appellant is not the orig- 
inator of the use of the word “Palm” in a trade-mark, and we agree 
with the Assistant Commissioner that, “in view of these circum- 
stances, the opposer in the case at bar is not entitled to any such 
broad interpretation of its rights in connection with its mark as 
it would be if it were the first to use the word ‘Palm’ or a repre- 
sentation of some part of a palm tree. Both these features, the 
word ‘Palm’ and the representation of a tree, were used prior to 
opposer’s adoption and use of its mark and these are the only 
features which are common to the mark of the applicant and that 
of the opposer.” 

As the Patent Office found, “Palm-Knit’ differs from “Palm 
Beach” more than “Palm Beach” differs from “Palm Island.” 

The decision is affirmed. 


Hartem Carp & Paper Company, INc. v. Taytor-Loaan Co., 
Paper Makers 


Court of Appeals of the District of Columbia 
February 1, 1926 


Trape-Marxs—Opposition—“Pusiic Sarety Bonn” Hep Decertivery Sim- 
mak TO “Pusiic Service Bonn.” 
The words “Public Safety Bond” held to be confusingly similar 
to “Public Service Bond,” used on goods of the same descriptive 
properties. 


Appeal from the Commissioner in a trade-mark opposition 
case. Affirmed. For the Commissioner’s decision see 15 T. M. 
Rep. 184. 
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J. E. Hutchinson, Jr., of Washington, D. C., for appellant. 
James Atkins, of Washington, D. C., for appellee. 


Before Martin, Chief Justice, Ross, Justice, and Buianp, 
Judge U. S. Court of Customs Appeals. 


Ross, A. J.: This is a trade-mark opposition proceeding sus- 
taining appellee’s opposition to the registration by the appellant of 
the trade-mark “Public Safety Bond,’ no claim being made to the 
exclusive use of the word “Bond,” “apart from the mark.” 

The opposer’s mark is “Public Service Bond,’ and the goods 
of the two parties are of the same descriptive properties. That 
confusion would be likely to result from concurrent use of the two 
marks is too obvious to require discussion. The decision therefore 
is affirmed. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Act of 1920—Disclaimer and Act of 1905 


Rosertson, C.: Held that a mark including arbitrary matter 
and the words “Hevy Duty Hardware” is not registrable under the 
Act of 1920, since it could be registered under the Act of 1905 by 
disclaiming the right to the exclusive use of the words or disclaiming 
them except in combination with the arbitrary matter shown. 

In his decision the Commissioner said: 


‘The purpose of the Act of 1920 was to permit the registration of 
words which could not be registered under the Act of 1905 and which 
presumably by their exclusive use for a certain specified time had acquired 
a secondary meaning. It was not the purpose of this act to permit the 
registration of marks which included arbitrary matter registrable under 
the Act of 1905 merely because they also included descriptive words which 
might or might not have been used in a trade-mark sense. 

“If applicant regards the words as constituting the essential features 
of his mark, he can register those words separately under the Act of 1920, 
if these words have actually been used in a trade-mark sense.” 


Advertising Slogan 


Rosertson, C.: Held that applicant is not entitled to reg- 
ister the words “Every Drop Delicious,’ as a trade-mark for 


*Ex parte, Ternstedt Mfg. Co., 151 M. D. 91, Dec. 29, 1925. 
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coffee, on the ground that the ordinary purchaser would not regard 
these words as a trade-mark, but as a mere advertising slogan that 
anyone might use. 

In his decision the Commissioner said: 


“Applicant has filed a number of affidavits to the effect that the 
words ‘Every Drop Delicious’ are recognized by affiants as a trade-mark 
and that these words distinguished applicant’s goods from all others. 

“Since, however, these words do not come with the definition of a 
technical trade-mark, they cannot serve to distinguish goods. Further- 
more, mere distinguishing features do not necessarily constitute a criterion 
to define what is a technical trade-mark. 


a * * * . * * 


“To permit applicant to appropriate groups of words as in the appli- 
cation and in the above decisions would deprive the public of the free 
use of the English language, to which it is clearly entitled.” 


Foreign Mark 


Rosertson, C.: Held that where applicant located in Bel- 
fast, Ireland, had registered a mark under the Act of 1881, applied 
for renewal of that registration, it was proper to require a state- 


ment either that no foreign registration had been obtained, or that 
such registration was still in force. 

In his decision, after referring to Section 5 of the Act of 1881, 
which provides that a certificate of registration shall remain in 
force for thirty years, except where the mark is claimed for articles 
not manufactured in this country, and has received protection in 
a foreign country for a shorter period, in which case it shall cease 
to have any force in this country at the time when the mark ceased 
to be exclusive property elsewhere, and to the provision of Section 
12 of the Act of 1905, which provides that a certificate of registra- 
tion of a mark previously registered in a foreign country shall cease 
to be in force when the foreign expires, the Commissioner said: 


“In view of the provisions of these two acts it would seem clear that 
the Examiner was right in requiring a showing as to whether the trade- 
mark was still protected in the home country. It would seem no hardship 
for applicant to make this showing.” 


? Ex parte, Nash Coffee Co., 151 M. D. 96, Dec. 31, 1925. 
* Ex parte, John S. Brown & Sons, Ltd., 151 M. D. 83, Dec. 18, 1925. 








